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DETAILED ACTION 

Pending Claims 
Claims 1-26 are pending. 



Declarations Under 37 CFR 1.131 
1. The declarations filed on December 13, 2004 and January 3, 2007 under 37 CFR 1.131 
have been considered but are ineffective to overcome the Dubertret et al. reference (Pub. No.: US 
2004/0033345) reference. 

Neither declaration states where the work was performed. The 37 CFR 1.131 affidavit or 
declaration must contain an allegation that the acts relied upon to establish the date prior to the 
reference or activity were carried out in this country or in a NAFTA country or WTO member 
country - see MPEP 715.07(c). 

Furthermore, neither declaration provides a sufficient explanation of the evidence. The 
affidavit or declaration and exhibits must clearly explain which facts or data applicant is relying 
on to show completion of his or her invention prior to the particular date. Vague and general 
statements in broad terms about what the exhibits describe along with a general assertion that the 
exhibits describe a reduction to practice "amounts essentially to mere pleading, unsupported by 
proof or a showing of facts" and, thus, does not satisfy the requirements of 37 CFR 1.131(b) - 
see MPEP 715.07. 
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Response to Amendment 

2. The rejection of claims 12 and 13 under 35 U.S.C. 1 12, second paragraph, has been 
overcome by amendment. 

3. The rejection of claims 1, 4, and 5 under 35 U.S.C. 102(a) as being anticipated by 
Billancia et al. (see entry A7 on IDS dated 2/7/05) has been overcome by amendment. 

4. The rejection of claims 1 1 and 12 under 35 U.S.C. 102(e) as being anticipated by 
Ekwuribe et al. (US Pat. No. 6,380,405) has been withdrawn. 

Claim Rejections - 35 USC § 102 

5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

6. The rejection of claims 1-5, 14, 15, 18, and 20-23 under 35 U.S.C. 102(e) as being 
anticipated by Dubertret et al. (Pub. No.: US 2004/0033345) stands for the reasons of record. 

Regarding claims 1-5 . Dubertret et al. disclose (1) a composite (paragraph 0017) 
comprising a metallic nanoparticulate substrate component (paragraphs 0018-0022) and a 
polymeric ligand component (paragraphs 0034-0037), said ligand component comprising a 
nitrogenous coupling moiety coupling said ligand component and said substrate component 
(paragraphs 0051, 0056-0057, and 0066-0067: indirectly linked via the hydrophobic core layer); 
(2) wherein said substrate comprises a nanoparticle selected from CdSe, CdS, CdTe, ZnS, ZnSe, 
Co and combinations thereof (paragraphs 0018-0022); (3) wherein said nitrogenous moiety is 
selected from amino, pyridinyl and aminopyridinyl moieties (paragraphs 0056-0057 and 0066- 
0067); (4) wherein said polymeric ligand component is selected from poly(ethylene glycol), 
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poly(hexaethylene glycol), poly(hexadecylethylene glycol), poly(e-caprolactone), poly(lactide), 
poly(glycolide), polyglycidyl, polypropylene oxide and combinations thereof (paragraphs 0056- 
0057 and 0066-0067); and (5) wherein said polymeric component comprises poly(ethylene 
glycol), said component with a terminus comprising a functional group moiety selected from 
hydroxyl, alkyl, alkoxy, carboxylate, thymine, ammonium salt and substituted ammonium salt 
moieties (paragraphs 0056-0057 and 0066-0067). 

Regarding claims 14. 15. and 18 . Dubertret et al. disclose (14) a system for nanoparticle 
dispersion, said system comprising: a composite comprising a nanoparticulate substrate 
(paragraphs 0018-0022) and a first ligand component (paragraphs 0032-0033), said composite in 
a first liquid medium (paragraphs 0032-0033); and a second ligand component in a second liquid 
medium, said second ligand component at least partially soluble in said second liquid medium 
(paragraphs 0034-0037) and selected from polyethylene glycol), poly(hexaethylene glycol), 
poly(hexadecylethylene glycol), poly(e-caprolactone), poly(lactide), poly(glycolide), 
polyglycidyl, polypropylene oxide and combinations thereof (paragraphs 0056-0057 and 0066r 
0067), said second ligand component comprising a nitrogenous coupling moiety (paragraphs 
0066-0067); (15) wherein said second ligand component has an affinity for said nanoparticulate 
substrate greater than said first ligand component (paragraphs 0032-0037, 0051, 0056-0057, and 
0066-0067); and (18) wherein said nanoparticulate substrate comprises CdSe (paragraph 0021) 
and said second ligand component has an affinity for said nanoparticulate substrate greater than 
said first ligand component (paragraphs 0032-0037, 0051, 0056-0057, and 0066-0067). 

Regarding claims 20-23 . Dubertret et al. disclose (20) a method of using ligand solubility 
to disperse a nanoparticulate substrate (paragraphs 0010-0012 and 0017), said method 



Application/Control Number: 10/643,015 Page 5 

Art Unit: 1712 

comprising providing a composite comprising a nanoparticulate substrate (paragraphs 0018- 
0022) and a first ligand component (paragraphs 0032-0033); and contacting said composite with 
a second ligand component, said second ligand component in a second liquid medium 
(paragraphs 0034-0037), said second ligand component comprising a nitrogenous coupling 
moiety (paragraphs 0066-0067) and at least partially soluble in said second liquid medium 
(paragraphs 0034-0037), said contact with said second ligand component dispersing said 
nanoparticulate substrate in said medium (paragraphs 0010-0012 and 0017 and 0034-0037); (21) 
wherein said substrate comprises a nanoparticle selected from CdSe, CdS, CdTe, ZnS, ZnSe, Co 
and combinations thereof (paragraphs 0018-0022); (22) wherein said polymeric ligand 
component is selected from poly(ethylene glycol), poly(hexaethylene glycol), 
poly(hexadecylethylene glycol), poly(e-caprolactone), poly(lactide), poly(glycolide), 
polyglycidyl, polypropylene oxide and combinations thereof (paragraphs 0051, 0056-0057, and 
0066-0067); and (23) wherein said polymeric ligand component comprises poly(ethylene glycol) 
(paragraphs 0056-0057, and 0066-0067). 

7. Claims 1 1 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by Hakimi et 
al. (US Pat. No. 5,849,860). 

Regarding claims 11 and 12 , Hakimi et al. disclose: (11) a polymeric compound 
comprising pyridine ligand substituted with a poly(ethylene glycol) component (column 2, lines 
10-43) comprising at least 2 ethylene glycol monomers (column 3, lines 28-52) and a terminus 
comprising a functional group moiety selected from hydroxy, alkyl, alkoxy, carboxylate, 
thymine, ammonium salt and substituted ammonium salt moieties (column 2, lines 10-43); and 
(12) comprising up to about 100 ethylene glycol monomers (column 13, lines 28-52). 
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8, Claims 1-3, 20, and 21 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Siiman et al. (US Pat. No. 6,235,540). 

Regarding claims Siiman et al. disclose: (1) a composite comprising a metallic 
nanoparticulate substrate component (column 9, line 25 through column 10, line 23; Example 8) 
and a polymeric ligand component (column 9, line 25 through column 10, line 23; Example 8), 
said ligand component comprising a nitrogenous coupling moiety coupling said ligand 
component and said substrate component (Example 7); (2) wherein said substrate comprises a 
nanoparticle selected from CdSe, CdS, CdTe, ZnS, ZnSe, Co and combinations thereof (column 

9, line 25 through column 10, line 23; Example 8); and (3) wherein said nitrogenous moiety is 
selected from amino, pyridinyl and aminopyridinyl moieties (column 9, line 25 through column 

10, line 23; Example 8). 

Regarding claims 20 and 2L Siiman et al. disclose (20) a method of using ligand 
solubility to disperse a nanoparticulate substrate, said method comprising providing a composite 
comprising a nanoparticulate substrate and a first ligand component (column 9, line 25 through 
column 10, line 23; Example 8); and contacting said composite with a second ligand component, 
said second ligand component in a second liquid medium (column 9, line 25 through column 10, 
line 23; Example 8), said second ligand component comprising a nitrogenous coupling moiety 
(column 9, line 25 through column 10, line 23; Example 8) and at least partially soluble in said 
second liquid medium (column 9, line 25 through column 10, line 23; Example 8), said contact 
with said second ligand component dispersing said nanoparticulate substrate in said medium 
(column 9, line 25 through column 10, line 23; Example 8); and (21) wherein said substrate 
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comprises a nanoparticle selected from CdSe, CdS, CdTe, ZnS, ZnSe, Co and combinations 
thereof (column 9, line 25 through column 10, line 23; Example 8). 

Allowable Subject Matter 

9. Claims 6-10 are allowed. 

10. Claims 13, 16, 17, 19, and 24-26 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Examiner's Suggestion 

1 1 . The following are suggestions to put this application in condition for allowance. 

• If applicant chooses to file a proper 1.131 declaration to overcome Dubertret et ah 

o Incorporate the limitations of claim 4 into claim 1; 

o Incorporate the limitations of claim 13 into claim 1 1 ; and 

o Incorporate the limitations of claim 22 into claim 20. 

• If applicant chooses not to file a proper 1.1.31 declaration to overcome Dubertret et al 

o Replace "monodentate nitrogenous" with -monodentate pyridinyl- in claim 1; 

o Incorporate the limitations of claim 13 into claim 11; 

o Incorporate the limitations of claim 16 or claim 19 into claim 14; and 

o Incorporate the limitations of claim 24 and 22 into claim 20. 
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Communication 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is 571-272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Michael J. Feely 
Primary Examiner 
Art Unit 1712 



March 23, 2007 
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